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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 7-13, 16-17 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

The preliminary amendment of November 21 , 2003 added new claims 7-17 
wherein some limitations do not appear to be supported by the specification as originally 
filed. Specifically note that in the present invention, it appears that the specification as 
originally filed teaches that "the foot and the type and orientation of the preceptors is 
converted into data that can be processed by a computer (not shown). The computer 
turns these data into working instructions for a milling machine (not shown)" (Page 6, 
lines 22-25). However, claim 7, recite "connection means for receiving and transmitting 
said image scanned by said scanner to said computer via at least one of a direct 
connection, a network connection, an internet connection, and a removable 
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media connection". Claim 7 further recites "said scanned image to be manipulated 
according to a patient's neurological therapy". There is no antecedent basis in the 
specification for such limitations. Claims 16, recites "transmitting said scanned image to 
said computer means via at least one of a wired and a wireless connection". Again, 
there is no antecedent basis for these limitations. Claims 1 3 and 17, recite "said 
markings on said proceptors include data referring to at least one of a depth, a 
slope, a dimension, and a surface texture of at least one of said proceptor and 
said therapeutic insole, whereby said arrangement enables a processing of said 
insole into a near-net final form". There is no antecedent basis for these limitations in 
the specification. 

2. Claims 1 , 7-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 1 , 7, and 14 recites "in accordance with 
patient's predisposition". Claim 14, further recites "a therapeutic predisposition of 
said patient". The metes and bounds of "patient's predisposition" and "a therapeutic 
predisposition of said patient" cannot be readily determined. Claims 11-12, recite 
"reflect proceptor meaning"; claims 13 and 17, recite "a near-net final form". Again 
the metes and bound of "reflect proceptor meaning" and "a near-net final form" cannot 
be readily determined. 

The claims are replete with indefinite and/or functional language not supported 
by the recited structure. The above listing is exemplary of the types of errors present 
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and not necessarily an exhaustive listing. Therefore, please review the claims and 
amend accordingly for compliance with 35 USC 112, second paragraph. 



Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning communication or earlier communication from the 
examiner should be directed to Zoila Cabrera, whose telephone number is (571) 272- 
3738. The examiner can normally be reached on M-F from 8:00 a.m. to 5:30 p.m. EST 
(every other Friday). 

If attempts to reach the examiner by phone fail, the examiner's supervisor, Leo 
Picard, can be reached on (571) 272-3749. Additionally, the fax phones for Art Unit 
2125 are (571) 273-8300. Any inquiry of a general nature or relating to the status of this 
application should be directed to the group receptionist at (703) 305-9600. 




Zoila Cabrera 
Patent Examiner 
2/21/06 



